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Samuelson v. Producers DistTibuting Co. Ld.

IN THE OOURT OF- ApPEAL.

Before THEJ MASTER OF THE ROLLS AND LORDS JUSTICES LAWRENCE AND ROMER~

October 13th, 14th and 15th, 1931.

SAMUELSON v. PRODUCERS DISTRIBUTING 00. LD.

Passinq off-Theatrical sketch" The Ne'w' Car "-Cinematograph film" His a
FirstC'ar"-Plaintiff owner of copyright in the sketch-Copyright not in

fringed-Right to restrain passing off as a cinematograph version of a sketch

something which is not in fact that version although no cinematoqra.ph.

uersioti of it has actually been made-Judgment for the Plaintiff in respect

thereof-Inquiry as to damages directed-Appeal to Court of Appeal-r-Damaoee 10
beyond .£5 paid into Court by Defendants not shoum-s-Order for inquiry as

to damages discharged-Costs-R.S.C. Order XXII, Rules 6 (a) and 7.

The Plaintiff was the author of, and the oumer of the copyright, in a theatrical

sketch entitled" The N eurCar," the chief part in u/liich. usis played by a urell

known comedian, Mr. GeorgeOlarke. Its notoriety was enhanced by its. being 15
played on the 22nd of J.l!ay, 1930, at the Pallad-ium. jj!usic Hall, at the Royal
Command Performamce given before their Majestf£es the King and Queen: The

Defendants urere the ousters of a cinematograph film entitled, " His First Car,"

uih.ich. uras first prod-uced. at the Carlton Theatre on the 14th of May, 1930, with

Mr. George Clarke as the principal comedian. Notices im the press of the 20,
sketch. were made use of by the Defendants' servant in the preparation of

ad.certisements of the film in a way to make them. ap-pear to apply to the filrn.

instead of the Plaintiff's sketch. 'l'he Plaintiff commenced an action against

the Defendants alleging that the Defendants had caused the insertion in 'various

newspapers of iid.uertieemente with a view to deceiving members of the public 25
and persons engaged in the cinematograph trade into the belief that the film

'W(J~ a reproduction of the sketch. It was held by Luaimoore J. that the quota

tions front the press notices of the Plaintiff's sketch had been taken and so

altered in the advertisements of the Defendants' film as to make them appear 30
to apply to the film" His First Car," instead of to the ]Jlaintiff's sketch;

that it was difficult to understand that the alterations were not made de

liberately and with the intention of appropriating the benefit of the notice :
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that Mr. Olarke's version of the sketch was noth1:ng more than a reconstruc

tion of the Plaintiff's original sketch. urith. alterations and omissions; that

the Plaintiff was in fact the author of the sketch " The New' Car" and as

such. was the owner of the copyright in it; that the alterations made by' Mr.
5 Clarke could not deprive the Plaintiff of his rights as author; thabthe oumer of

a copyright work was entitled to prevent any person from passing off as and

for a cinematograph version of that urork something which urae not in fact the

cinematograph version of that ioork, although no such version of it had in fact

been made; that in the circumstances it could not be assumed. that the servant

10 of the Defendants who was responsible for inserting the advertisements uras

acting innocently; that the evidence did not establish the proposition that 'no

damaqe had resulted. from the acts complained of because, ioheti once a film had

been presented showing Mr. George Olarke as the principal character doing

special ~' business" with a motor-car, no other film unih. like business would

15 find a purchaser; and that the Plaint-iff was entitled to more than nominal

darnaqes. An inq~liry was directed to ascertain the amount, and the Defendants

urere ordered to pay the costs of the action, I the costs of the inquiry be~fng

reserued, (48 R.P.C. 447.)

The Defendants appealed.

20 Held, that in substance the sketch re-named " The New' Ca1·" was

the production of the Respondent and that he was the au/thor entitled

to the copyright in it.; that it uias q1..!Jite plain u-pon. the facts that there

was an effort made to take advantage of the merits attributable and

atbriinited. to the Respondent's" The N e1..V1 Car" by the moulding of the adver-

25 tisement. in a manner which urould. apply to the A ppellants'. film production

of " His First Gar" j that the Iiespondent uras justified in bringing the action

at the earlaest possible moment. directly an att-em-pt. 'was made to pass off the

Ap-pellants' film as a version of the Respondent's sketch; that urh.ile the Respon

dent had suffered more than nominal damage, yet he had not succeeded in

30 establishing that he had suffered darnaqe beyond the .£5 paid into Court by the

~4ppellants; that the Order of the learned J uclge in the Court. below ought to be

varied by om'itting the direction for an inquiry as to damaqes ; and that the

liespondent should have tnoo-th.irds of his costs as taxed by the Ta,xing Master

in. the Court belour, and that there should be no costs of the appeal,

35 On the 27th day of May, 1930, Morris Laurence Metzenberg Samuelson, pro-
fessionally known as Laurie Wylie, commenced an action against Producers
Dietribut.inq Co. Ld., claiming the following relief :-1. An injunction restrain
ing the Defendants their servants or agents from exhibiting or advertising
or causing to be exhibited or advertised or from dealing in any way what-

40 soever with any mechanical device which visually and/ or acoustically produces
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or reproduces the Iiterary work of the Plaintiff entitled " The New Oar" or
any material parf thereof and from in any other way 'infringing the Plain
t.iff 's copyright in such work; Alternatively 2. An injunction to restrain the
Defendants their servants or agents from passing off a Talking Eilm entitled
" His First Oar" as being an acoustic and visual reproduction by mechanical 5
means of the Plaintiff's aforesaid Iiterary work, and other relief. The State
ment of Olaim and the Defence are set out at p. 448, ante.

The action carne for hearing on the 27th of January, 1'ge1, before Mr. Justice
Luaimoore who held that the quotations from the press not.ices of the Plain
tiff's sketch had been taken and so altered in the advertisements of the De- 10
fendants' film as to make them appear to apply to the film" His First, Car;"
instead of to the Plaintiff's sketch; that it was difficult to understand that
the alterations were not made deliberately and with the intention of appro
priating the benefit of the notice; that Mr. Ularke's version of the sketch was
nothing' more than a reconstruction of the Plaintiff's original sketch with 15
alterations and omissions; that the Plaintiff was in fact the author of the
sketch " The New Oar "and as such was the owner of the copyright in it;
that the alterations made by Mr. Clarke could not deprive the Plaintiff of
his rights as author; that the owner of a copyright work was entitled to
prevent any person from passing off as and for a cinematograph version of 20
that work something which was not in fact tha uinernatograpn version of that
work, although no 'such 'version of it had in fact been made; that the evidence
did not establish the proposition that no damage had resulted from the acts
complained of because, when once a film had been presented showing Mr.
George Clarke as the. principal character doing special "business" with a 25
motor-car, no other film with like business would find a purchas-er; and that
the Plaintiff was entitled to more than nominal damages. An inquiry was
directed to ascertain the amount, and the Defendants were ordered to pay
the costs of the action, the costs of the inquiry being reserved (ante, p. 447).
The Defendants appealed. 30

F. D. Morton, K.O. and E. J. MacGillivray (instructed by Cardew Smith
and Ross) appeared for the Appellants; G. Beyfus and H. H. Ilaaiurorth.
(instructed by JUldge, Hackn7£trl, 1Jieyer and Judge) appeared for the Respondent.

F. D. Morton, K.O. for the Appellants.-First, the Respondent is not the
author of " The New Oar,"and is not the owner of the copyright in it; 35
therefore he has no claim for passing off. Secondly, if he has the copyright,
he has suffered no damage, and therefore, is not entitled to relief. At the
trial the Judge gave no weight to evidence that the Respondent had assigned
his rights for five years; during that period he would have been unable to
deal with his sketch. Thirdly, it is not passing off to represent that a film 40
is a film version of a play when in fact it is. not. The effect of the agreement
between the Respondent and Harry Day is, under Section 35 of the Oopyright
Act, 1911, that Harry Day, not the Respondent, is entitled to make a film
of the sketch. [The Pleadings were then read.] As to damages, if the Re
spondent is not the owner of the copyright, there is an end to the action; 45
but, if he is, he must show first that his right to sell the film rights was of
value at the time of the insertion of the Appellants' advertisement, and
seeondly, that the one isolated advertisement (corrected in the most prominent
way possible) was responsible for more than nominal damages. The Respondent
cannot prove that his film rights were of value hecause (a) the Appellants 50
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had taken a "short n film of the sketch, and thus the film rights were value
less, and (b) the Respondent's rights were only reversionary, and did not
revive till 193i3. Whatever value these might have had would have disappeared
at the end of the five years. [The two scripts were then read.'] I submit that

5 George Clarke, not the Respondent, is the author of "The New Oar." In
so far as there is a plot in the sketches, that of the Respondent's is " washing
" a car," that of George Clarke's is "driving a, car." The Respondent is
the author merely of eight jokes in "The New Car" as played. Under the
Oopyright Act, the only way for an author to be deprived of his copyright

10 is for him to assign it. The fact that George Clarke allowed the Respondent
to take credit and royalties does not deprive George Clarke of the copyright.
If the Oourt finds that the Respondent is the owner of the copyright, then
it will be necessary to examine the evidence in respect of damages, [lord
Hanworth, M.R.-The damages are the value of the chance the Respondent

15 would have had of enabling a film to be made after July, 1933, from his
script, and of obtaining money for it. ] In the ease of' passing-off, there
must be actual damage or a real and substantial probability of damage
occurring; but there are witnesses. who state that in the circumstances
there would be no value at all in a, film made by the Respondent. If the

20 Respondent fails to prove his ownership of the copyright, or damages, then
it is submitted that what the Appellants have done is not passing-off. As
to copyright, it is submitted that "The New IOar" is not the Respondent's
sketch. The rule as to assignment in writing (Oopyright Act, 1911,
Section 5, sub-section 2) was applied in Eaton v. Lake, Li.R. (1888) 20 Q.B.D.

25 378, a case falling under the Act of 1842. Section ,3,1 provides that no
abrogation of this rule may take place. As to the possibility of joint owner
ship, the Respondent agrees that there was no collaboration. Section 16, sub
section (3), defines a work of j oint ownership, and Section 35 defines perform
ance. The Respondent made no greater contribution to " The New Oar" than

30 did J. Peterman to the play in Tate v. Tho1nas, L.R,. (19121) 1 IOh. 503. In
Levy v. Rutley, (1871) L,.R. 6, O.P. 5,23, the additional matter was. in the form of
a separate scene, not disturbing to the plot. Springfield,' v. T'hame (1903 1

) 8'9
L,. T.R. 2:42, was a case of re-fashioning of existing material. [The Judgment
was then react] As to damages, the Judge omitted to deal with the Respond-

35 ent's reversionary right. The only damage that might have accrued would have
been due to the Appellants' advertisement, which appeared only in Trade
journals, and issued invitations to a Trade" Show." The Appellants paid £5
into Oourt, which it is submitted, might well be the sum at which the Master
would assess the damages. There is no evidence whatever that the Respondent

40 suffered any pecuniary loss from the advertisement.

[Lord Hanworth M.R. intimated that the Oourt was satisfied that the
Respondent was the author of, and owner of the copyright in, the sketch.]

G. Beyfus, for the Respondent.-As to damages, the Judge said he would not
assess them, but would decide whether there were damages or not. The

45 Appellants' view of the agreement of the 7th of July, 1'92'8, is quite rwrong.
The evidence given by their own witnesses in cross-examination shows that no
such agreement (i.e. one and a quarter per cent. of gross box-office takings in a
hall for a week to the author) was possible. The system of royalties on box
office takings is unknown. During the five years contemplated by the agree-

50 ment, Harry Day could only negotiate the film rights with the consent of the
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Respondent, either on box-office takings (which was impossible) or on the basis
of remunerating the Respondent. It is not accurate to call his rights reversion
ary. As to the correction of the advertisements, it is ObVIOUS that the number
of people at the Trade" Show" would be much smaller than the number of
readers of such advertisements, and the announcement was flashed on the screen 5
merely for a few seconds. The Appellants say that the damage has been caused
not by frau dulent passing-off, but by their making a film resemhling the
Respondent's sketch in the main particulars. In fact they say that, if the
Respondent claims in respect of copyright, that there is no similarity; but that
if he claims in respect of the value of the film rights, that they are so similar 10
as to prevent any value attaching to the Respondent's film. If the Respondent
had accepted the £5 paid into Court, although he would have been entitled to
the costs up to that time, yet the cause of action would have gone,and the
Appellants could have continued doing what they had done. [R,.S.O. Girder
XXII, Rules 6 (a) and 7, were read.] The first apology for their conduct was 15
made by a director of the Appellant firm in the witness box at the trial. It
was absolutely necessary for the Respondent to continue and press for an injunc
tion. It is admitted that he had valuable film rights; and that those rights are
now very much reduced; I submit therefore that this is a proper case for the
Master to hold an inquiry and to take evidence as to damage. 20

F. D. Morton K.O. in reply.-When the £5 had been paid into Oourt, there
remained only the claim for passing-off. The Respondent had had the benefit
of the screened notice, of Oounsel's apology during the hearing of the Motion,
the publicity of the Motion and of its report in the Press. The Appellants at
the Motion disclaimed any intention of continuing. [Lord Hanworth M.R.: 25
-But that was temporary and ephemeral.] As to actual damage, four -poi nts
emerge. (1) George Clarke could have used new letterpress for the same sketch
as a film, without infringing the Respondent's copyright. (2:) George Clarke by
appearing in the film destroyed almost entirely any film rights of the Respond
ent. (3) The payment of royalties by Ho.rrs) Day was the consideration for the 30
agreement of the 7th of July, 1928, and there was nothing to prevent Harry Day
from exhibiting a film of " The New Oar" for five yea.rs. (4) The Appellants
corrected the advertisement and publicity was supplied by the lVlotion. [The
judgment of BOWEN L.J. in Borthwiclt~ v. The Evening Post, Lr.R. (1888)
37 O.D. at p. 463, was then read.] The Appellants claim that in representing 35
that their film was the film of a particular sketch they were not passing-off, as
the Respondent had no film, and the Appellants were not making use of his
name. The present instance is quite different from Metzler v. Wood, L.R.
(1878) 8 O.D. 608'101' Rale1igh v. ](inematogralJh Trading Com.paruj, Ld., (1914)
31 R.P.O. 148. It would be right for the Respondent to have the costs up to the 40
t.ime of the payment into Oourt of £5, but after that the Appellants ought to
have the costs, and the costs of the Appeal in so far as damages were claimed
above £5. The Respondent failed utterly to prove at the 'tr ial the very serious
allegation in Paragraph 9 of the Statement of Olaim..

MacGill1:vray followed.-The statement complained of by the Respondent may 45
be actionable, as something in the nature of slander of goods 01' title, but not
as passing-off. But in order to succeed in an action on the case, the Respond-
ent would have to prove malice on the Appellants' part, and special damage.
This he has not done. Even if the Oourt consider such an action could have
beeri brought, the Respondent has not set his case out in that way. 50
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Beufue, on costa.v-There was no issue as to quantum of damage at the trial.
The Respondent's witnesses were called to prove, not the amount of damage,
but that he had the right to take legal proceedings. The Appellants' witnesses
were called to show that there was no damage and therefore that the action must

5 fail.

Lord Hanworth M.R.: This appeal raises a number of somewhat intricate
points. The a:ction is brought by Mr. Morris Laurence Meteenberq Samuelson,
whose professional name is Mr. Laurie Wylie, who is a playright. He made
a sketch which was first produced under the name of "W,ashing a Oar." He

10 produced that sketch at the invitation of Mr. Harry Day, who invited him
to write a revue in conjunction with Mr. Harold Simpson. Mr. Laurie Wylie
then had a conception for this sketch, which was based on a certain mise
en-scene; he thought that he could make a sketch, the central feature of which
was a motor car, in respect of which there would be a, certain amount of what

15 is technically known vas "business"; he placed the motor car in the ga.rden
of a suburban villa and he introduced as the dramatis persorue a, man, his
wife and a child.

He wrote the script of "Washing a Oar," and this he sent to Mr. George
Clarke, and Mr. George Clarke was brought into touch with 'Mr.. JVyltie

20 through the intervention of Mr. Charles Henleu, who was to act as the
producer of the proposed revue. When Mr. Clarke read this sketch' he
thought that he could improve upon i t, and he did write a different script,
but the script embodied, we are told, eight phrases or passages from the script
which had been originally produced by the Plaintiff; but it is important to

25 observe that whatever was said or proposed to be said by these dramatis
persorue, the mise-en-scene remained the same; the motor car and the garden
and the actors were those which had been conceived by Mr. Laurie Wylie. It
was then determined that Mr. George Clarke should be the central figure, the
practised comedian, who was to present this sketch; and so he did.

30 One of the first questions that arise is, who was the author of the sketch
in which Mr. Clarke appeared 1 But before I deal with that let me continue
the facts,

The sketch was put on at the theatre on the 23:rd of July, 19'28, and it ran
until the 10th of December of that year, and then stopped. By the 15th of

35 October and in the course of the run it had become no longer called" Washing
" a Oar," but had been called" The N ewOar." The reason for that was that
in the "business," which was Mr. Clarke's invention" he dwelt, not upon the
washing of the car but upon some romp with the car whereby the .car ,:as
made to, what is called, buck, going backwards and forwards and jumping

40 about, with the result that the washing of the car, which had been a feature
of the Plaintiff's proposal, at any rate went into the background when the
sketch was produced by Mr. Clarke; and therefore the name of this sketch was
changed to " The N ew Car."

After the lOth of December apparently the sketch was taken off. .From
45 February to August, 1929, " The New Oar" 'was produced as a, sketch by Itself.

Previously, in 192:8, "Washing a Oar" or "The New Car" had appeared as
a part of some revue or entertainment which was called "Vogues and
" Vanities", but at any rate, in 1929 " The New Car ", as it was then termed,
had got. sufficient attractions to stand upon its own feet, and so it was pro-

50 duced and run as " The New Oar" as a vaudeville sketch. Then it was taken
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off and it was not produced 'in 1930, 'but on the 2:2nd of M·ay of that year
there was a Command Performance at which Their Majesties the King and
Queen were good enough to attend. At that performance Mr. George Clarke
appeared in "The New Oar," with the result that it caused amusement to
Their Majesties,and there was a paragraph written in " The Daily Telegraph" 5
on the 23rd of May which ran in this way: "The King's Enjoyment. The
" evening showed us other triumphs of ability. But mainly it was an evening
"of laughter-laughter whole-hearted, irresistible, and at time uproarious.
"And nobody in the vast audience seemed to enjoy the fun more than the
" King. and. Queen. It was George Clarke, in Laurie lVylie's capital sketch 10
" , The New Oar' who first set the fun going at high speed."

Now just let me pause there for a moment. It is quite clear that the critic
or reporter of "The Daily Telegraph "-only to mention that one paper~in

mentioning Mr. George Clarke recognised that he was appearing in the sketch
of Laurie tVylie,o and he was right. Up to that time there had been no cla im l~

made by Mr. Clarke that the sketch in which he was appearing was his own
creation but there had been a payment to Mr. Laurie Wylie for the scenic
rights of his sketch. There was no joint authorship within the meaning of
the Oopyright Act between Mr. Laurie Wylie and Mr. George Clarke There
fore the matter stands in this way, that unless we are to treat the sketch that 20
Mr. Clarke appeared in as wholly an independent creation on his part, the
evidence and the facts all point to this, that there was a recognition that what
was being put upon the music hall stage was the creation of the Plaintiff.

Now I do not want in any way to lay down any principles as to how far a
person might, by adding a new scene or by re-writing portions, make a new 25
play of which he or she should be the author. What we have really got first
of all to determine is this. In effect upon the facts of this case was this
sketch, now re-named "The N ewOar " , Mr. Laurie Wylie's sketch or not ~

Our attention has been called to a, number of' cases. Some of them have
observations which are helpful, such as the case of Levy v. Rutley (Law Reports, 30
(1871), 6 Oommon Pleas, page 52:3), in which the observations of Mr. Justice
Montague Smith, on page 530 may be pointed to; but I do not find any real
guidance on this matter, still less the rules laid down which must necessarily
be followed; and it comes back to being a question of substance and of fact
as to whether or not the sketch, "The New Oar," was. Mr. Laurie Wylie's 35
sketch or not. As joint authorship is eliminated by the terms, of the Statute
to which our attention has been called and, as I have said, as the. mise-en-scene
and the dramatis persorue are the same in the script produced by Mr. Clarke
and as he himself did not apparently purport to be writing a new sketch,
I think the evidence all points in one direction, namely, that we should hold, 40
as the learned Judge did hold, that in substance this sketch re-named "The
New IOar" was the production of Mr. Laurie Wylie and that he was the
author entitled to the copyright in it. I think some importance must be
attached to the, general recognition of all persons at that time that it was
Mr. Laurie Wylie's work. 45

When this had been produced before Their Majesties there 'were obviously
potential further rights than the mere producing it on the stage. The
reproduction by mechanical means is referred to in the Statute. It says that
performance means any representation of a work or any visual representabion
made by means of a mechanical instrument; in other words, there are film 50
rights which belong to the author of the play,
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Now at this point something occurred which has been the basis of the action.
The Defendants made a film, and it is quite true that the film that they
produced was not a film which in fact followed the lines of or embodied the
action of "The New Oar." But they sent a notice to some papers seven

5 notices I think in all, on the 24th, 26th, 27th and 28th of May, 1930, a~d also
t~ere w~s a, notice on the 30th of May in a paper which has a weekly
circulation, What they said was this: (I am taking the Exhibit from "The
" Cinema " of Wednesday, May 28th): "The Man who made the Queen laugh.
" George Clarke in ' His First Oar.' Corne and see the talking version. A

10 "P.D.O. Picture "~P.D.O. being the initial letters of the Defendant Oompany.
There are two passages which purport to be excerpts from "The Daily
" Express "and" The Daily Telegraph," but they are not true excerpts from
those papers because the leave out the name of Laurie lVyl1:e. They say this
"It was George Clarke in 'His First Clar' who first set the fun going a~

15 '~high speed," whereas what was really said was: "It was George Clarke in
" Laurie fVylie' s capital sketch ' The New Oar' who first set the fun going at
" high speed." It is plain, however, especially from the picture that illustrates
it, that the intention was to refer to the sketch played by George Ularke before
Their Majesties at this Oommand Performance, and one draws a somewhat

20 sinister inference from the fact that these excerpts had been modified so as
to make a reference or apparent reference to It His First Car," which is now
the talkie version of a P.D.O'. Picture in respect of 'which an attempt is made
to appropriate to it the applause and success that "The New Car" in
Mr. George Clarke's hands obtained at a Command Performance.

25 When those notices had been issued, a Writ was issued on the 27th of May.
Leave to serve Notice of Motion with the Writ was obtained from Mr. Justice
Clauson, and when the motion came on an undertaking was at once given which
has been referred to by the learned Judge, and I need not deal with it more
fully; indeed the learned Judge has set out the facts in his Judgment so

30 carefully that I am at the present time only adducing such portions of the facts
as may be necessary to make our Judgment intelligible.

In accordance with that undertaking, which was an undertaking until the
trial or until further Order, the Defendants took advantage of an opportunity
for withdrawal which was presented by a trade performance on .Sunday,

35 the 30th of May. At that performance they made this announcement:
" Producers Distributing Company, Limited, beg to announce that their film
"entitled 'His First Oar' has no connection with a variety sketch by Mr.
" Laurie TVylie entitled' Washing a Oar' or 'The New Oar.'" I agree with
the learned Judge that that is not an announcement couched in generous terms,

40 nor does it appear intrinsically to show much regret, certainly not contrition
on the part of the Defendants, and it may be that their attitude in making
that announcement in the form in which it appeared is well expressed in their
letter of the 29th of May, which says this: "In order to preserve the position
" until the case is. again heard on Wednesday next, the 4th June, as part of an

45 "undertaking given by us to the Court, we undertook to use our best endeavours
"to procure you to make an announcement to clearly distinguish our film
" from the sketch entItled' Washing a (jar' or ' The New Car;' of which Mr.
" Laurie TVylie claims to be the author." It is quite clear that what they were
trying to do was to go no f~rther than their undertakings at the moment com-

B D
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pelled them to do, and that they were not going absolutely and for ever to
give an undertaking or to make a withdrawal such as the Plaintiff was
entitled to.

The proceedings continued and the trial took place.

The learned Judge has held that the Plaintiff was entitled to succeed, that 5
he was entitled to something more than merely nominal damages, and that
there should be an inquiry as to damages, The Defendants have appealed on
both those points, and they have asked that Judgment should be entered for
them. On the question of his right to recover, the Defendants say this is not
what it purports to be-a passing-off action; there was no passing-off at all. 10
Now what is meant by passing-off 1 It is said, especially by ,Mr. MacGillivray,
that there could be some action in the nature of slander of title, but an act.ion
for pasaing-off is where some representation is made whereby other persons are
induced to believe that the goods or the production of the defendants are the
goods or production of the plaintiff. "It is ani actionable wrong for the 15
" defendant to represent for trading purposes that his goods are those, or that
" his business is that, of the plaintiff" and it makes no difference whether the
" representation is effected by direct statement or by using some of the badges
"by which the goods of the plaintiffs are known or any badges colourably
" resembling those"." 20

It appears to me quite idle to say that this is not a passing-off. What was
the purpose of what I have described as a moulding of the observations con
tained in " The Daily Telegraph" 1 To leave out Laurie W yl1:e and refer to
" His First Oar " and not" 'I'he New Car." "His First Oar" was the title
of the film of the Defendants and they were adducing this success as appropri- 25
ate. to and belonging to their film " His First Oar" when in truth and in fact
it belonged to the Plaintiff and his sketch" The New Car." That seems to me
to amount to a notice or invitation: "Come and' see our film and when you
" have seen our film you will have seen the sketch which has been spoken of in
"the manner which is stated in the passages which appear in the advertise- 30
"ment." It appears to me quite clear that this was an attempt to pretend
that the Defendants' sketch was the same as the sketch which had made Her
Majesty the Queen laugh.

I therefore reject the last point argued by .Mr. Morton and 'Mr. Alae Gillivray ).
it seems to me that that is one which is not tenable. It is a passing-off action 35
and the ground on which I think the Plaintiff is entitled to complain is that,
as I have said, in substance he remains the author of this sketch whether it is
called "Washing a Car" or " The New Oar"; and, if he was entitled to the
authorship and the copyright and to the reproduction of his sketch, then the
Defendants have attempted to pass-off and to make use of the atmosphere which 40
belonged to the Plaintiff, in favour of their production; and therefore it was
right for the Plaintiff to take proceedings.

Then the next question comes : How far was the Plaintiff entitled to proceed 1
Was it necessary for him to go to trial ~ The attitude of the Defendants was
that, while denying all liability, they paid a sum of £5 into Oourt and said 45
that. sum was sufficient to satisfy the Plaintiff's claim, It will be observed that
the Defence does not contain an absolute undertaking that' they will in no sense
-..,...... .....,.,..,.........".-.=.~------

". The quotation is from ](erlll on Trade Marks, 6th Ed., p. 54:4.
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infringe or trespass upon the Plaintiff's proprietary rights. The undertaking
that has been given and indicated in the letter to whichJ have already referred
lasted, I think, till the trial or further Order. The Plaintiff sought to have
an injunction and he was entitled to proceed to trial in order to have his

5 rights firmly established. The learned Judge seems to take that view' too,
because, while I quite recognise that the Directors of the Defendant Oompany,
when called before the learned' Judge, took up the attitude which one would
have expected gentlemen to take and expressed their regret for what had been
done by this advertisement, the learned Judge says that it was only at the trial

10 that that was done, and it 'was at the trial that Oounsel repeated at the Bar that
there was no intention or likelihood of the advertisement being repeated. But
there was no undertaking embodied in the Defence, and I think the learned
Judge is quite correct-I need hardly say I should be slow to differ from him on
a point of this sort-when he says': "I agree that there is no necessity now

15 "for any injunction, but in the absence of any explanation of the circumstances
" under which the advertisements complained of were framed, and in view of
" the alterations made in the Press notices rel ating to the performance of the
" sketch' The New Oar' so as to adapt them for use in connection with the film
" , His First Oar,' I cannot assume that the servant responsible was acting

20 "innocently." In other words, the learned Judge held that the Plaintiff was
entitled to come to Oourt although by what had taken place at the trial, and
not before, the necessity for an injunction did not arise. Therefore he did
not grant an injunction, but he ordered an inquiry as to damages.

On the appeal, .therefore, on this question: ",Was the Plaintiff entitled to
25 "asse.rt his right and to continue the assertion of his right down to the trial 1 "

we agree with the learned Judge. ItseerllS that his rights were trespassed
upon and there was the necessity to go as far as the trial in order to secure
the sure foundation that his rights shall not he injured in the, future.

Then cornes the question of whether there should be an inquiry as to damages.
30 That raises, of course, a, very difficult question, and one which may involve

very considerable expense upon both sides. What are the damages 1 The
Plaintiff, as I have already said, would have had the right to have a film
made of his sketch, but it, is pointed out that there were difficulties in his pro
ceeding in tha,t course by reason of the fact that by a letter of the 7th of July,

35 1928, the.re was an agreement by him " ,To assign to you the 'world's performing
" rights for five years from the 23rd of July, 1928." Those performing rights
might certainly have militated against any success of the film rights. Perhaps
it would have been difficult for the two to co-exist, but it is not impossible
that there should have been a film made of "The New Car." The Defendants'

:.to film, as I have already said, waa not a presentation of cc The New Car." But
theO:ourt ought not to order an inquiry as to damages unless it is satisfied
that there is some question of sufficient importance to justify the time of the
Oourt and the expenditure on the part of the partieswhich would result.

Now here we have evidence given us by the Plaintiff himself and by a witness,
45 to which I will shortly refer. The Plaintiff was asked this :" (Q.) Now assume

"fora moment that somebody gets George· Clarke to make a film withithat
cc driving business in it, and that film is produced. Do you think there
"would be any value in your sketch for filming purposes 1--l(A.) Very
" little." Then:" (Q.) Now, what I suggest to you is this, that these

50 "events having happened, the value of the sketch ' The NewOar ' for the pur
"poses 0.£ being produced as a film, was nothing after these events had hap-
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cc pened. Do you agree with that 7-(A.) I think you are right, yes. (Q.) You
(I. think I am right ~-(A.) Yes, partly right. (Q.) If you do not agree, say so.
" You first 'Of all said that. I was right, and now you say that I am partly right?
" -(A.) I ·certainly think it discounts the value of myl sketch as a talkie. For
CI one thing, I would like to have done my sketch with George Clarke." ~

Then Mr. Heilbron says that he has negotiated the sale of hundreds of film
rights. "(Q.) 'How often have you sold the film rights and nothing but the
" film rights of a play 1 " and the answer is: "About four or firve times." Then
the question is put: "(Q.) Have you ever in your life sold the film rights
" of a music-hall sketch 1 " and the answer is " No." 10

On that I have to consider what is the probability, on an inquiry as to
damages, of a subatarrtial sum being awarded to the Plaintiff. I think the
learned Judge is right in saying that one can come to the conclusion. that there
was not merely nominal damage. As I have said, it· will generally be
assumed, in a case.where there is passing-off, that the Plaintiff is thereby pre- 15
vented from selling as many of the goods as he otherwise would, and I should
have thought that, if the Plaintiff had been minded to sell or to engage in
producing a film of " The New Car," what had happened by these notice.s and
by the withdrawal on the 30th of May would all have had a rather negative
effect up-on the trade at large as this film. At the same time, I do not 20
think it lies in the Defendants' mouth to say that the damages were ab
solutely nominal. We have to form some estimate of what was, the value
of the chance, postponed it may be for a certain time, but what was the
value of the chance to the Plaintiff of securing a film which would be profitable
in the trade. :While I feel unable to say that the damages are merely nominal, 25
I think it is plain, after the evidence given, that they could not he of any great
substance, and I think the £5 that has been paid into Court is. sufficient to
cover it.

In these circumstances, one comes to the conclusion that the Plaintiff is right,
that, a passing-off action isa correct form of action in which to establish 30
his right, that he had to go to trial in order to make the establishment
of his right certain, and therefore his right to commence and to proceed
wit.hi this action is established, but that the inquiry as to damages is unneces
sary and would be merely an expenditure of time and money, and, if the Oourt
comes to that conclusion,it ought not to order an inquiry. Therefore we 35
hold that the appeal of the Defendants is wrong in asking that judgment
should be entered for the Defendants, but they have succeeded in showing
that the inquiry as to damage is unnecessary.

There were two issues at the tria1, (1) whethe.r the Plaintiff was entitled to
succeed, and (2) if he, was entitled to succeed, what was the quantum 40
of damages ~ The payment into Court was made with a denial of liability. The
Plaintiff has just succeeded on one issue and the Defendants have succeeded on
another. It is true that the Plaintiff did not call all his evidence as. to damages,
but he called sufficient to indicate what the nature of his damages could be.

Now, the usual course, where there are issues on one of which one party is 45
successful and not on another, would be to direct that the costs of those issues
should follow the event as decided by the Court and to make a set .off. We
think, however, that that would be a cumbrous mode of proceeding and that it
would be extremely difficult indeed for the Taxing 'Master to separate the costs
of these issues, and the right course will be to say that the Plaintiff is entitled to 50
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succeed and to have two-thirds of his costs as taxed by the Taxing Master.
As this result on the Defendants' appeal is that they have in part failed and
in part succeeded, we order that there should be no costs of this appeal.

Lawrence L.J. : I agree. Tithe defence, put forward by the Defendant Oompany
5 that the Plaintiff is not the author of the sketch entitled " The New'O'ar" is

devoid of merit. The advertisement 'complained of in the action was most mis
leading and quite indefensible, whoever may have been the real author of the
sketch. Further, prior to the date of the appearance of the advertisement in
the trade papers, there had been no question in the minds of the parties

10 immediately concerned, that is to say, 1\11". Harry Day, Mr. George Clarke and
the Plaintiff, as to who was the real author of the sketch. The Plaintiff had
from the first been accepted and put forward to the public by Mr. Harry Day
and Mr. George Clarke as the author of it; he had received royalties as author,
and his permission had been sought and obtained by Mr. O'eorqe Clarke to the

15 Oommand Performance, In these circumstances, I approach with some
suspicion the defence of the Company, who does not itself claim to have any
interest in the copyright, but has, on the other hand, endeavoured to obtain
the benefit of the reputation acquired by the sketch owing to theOommand
Performance, without the slightest justification that Mr. (ieorge Clarke is the

20 owner of the copyright and therefore the Plaintiff is not entit.led to bring an
action to protect it.

The fact.s as to how the sketch came to be written are not in dispute and I
do not propose to repeat them. My conclusion upon those facts is the same as
that arrived at by the Master of the Rolls and by the learned Judge, and, I

25 may add, the same as that arrived at by Mr. Harry Day and Mr. George Clarke.
The sketch depended for its success mostly upon the "business" which Mr.
George Clarke, as the chief performer, could introduce into it during its per
formance. This" business ), was left by the author entirely to the performer,
and was, of course, not the subject-matter of any copyright.

30 Having read and considered the script as originally written by the Plaintiff
and as revised or amended by Mr. George Clarke, I have come to the con
clusion that, in substance the sketch remains the work of the Plaintiff and that
the alterations made by 1\11'. George Clarke were only such as would afford him
a somewhat wider scope for the "business" which was left to him to intro-

35 duce. In the result, I am of opinion that the Plaintiff was the owner of the
copyright of the sketch and was entitled to prevent the Defendant Company
from passing off their film as a film version of that sketch.

Turning now to the question of damage, -I have come to the conclusion that
the Plaintiff has not succeeded in establishing that he has suffered damage

40 beyond the £5 paid into Oourt by the Defendants. On this question, therefore,
I have come to a different conclusion from that arrived at by the learned Judge.
It has to he borne in mind that the advertisement complained of was an adver-
tisement inserted in the trade papers and in connection with a show which was
to be. given for trade purposes. Now, before that show was actually. given, the

45 Writ had been issued and an undertaking had been given not to repeat the
advertisements for a time, and an announcement was made before the show,
on the screen, that the film to ·beshown was not a version. of ··the Plaintiff's
sketch. Therefore, as a" matter of fact, the Defendant Company never did
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represent Ion thc -ecreen a film which they stated was a film version of the
Plaintiff's sketch. They had by their advertisements led people to believe that
they were, going to 'see such a film, but asa matter of fact the film was
announced as not being such a, film. Nevertheless the attempt made to pass off
the film as and for a film rversion of the Plaintiff's sketch has, I think, been 5
proved to have resulted in some damage. It is true that that damage is mini
mised by two matters. First of all, there is the fact that the Plaintiff has
parted with the film rights of the sketch for a certain period which would
prevent him, without the consent of his licensees or assignees, making a film
version of his sketch; and, secondly, the damages have been minimised by the 10
fact that there appeared" very shortly after the advertisement, an account in the
newspapers of the interlocutory proceedings. But in spite of those two matters,
I think there was some damage proved or provable owing to the fact of the
advert.isement, which is sufficiently covered by the £5 which has been paid
into Oourt. 15

I have therefore come to the conclusion, agreeing with the MASTER OF THE

ROLLS, that the Order of the learned Judge in the Court below ought to be
varied by omitting the direction for an inquiry as to damages. On the question
of costs, I agree entirely with what the MASTE,R OF THE ROLLS said, and I concur
with the Order which he has suggested. 20

There only remains one matter more upon which I should like to say a few
word-s, and that is this. It has been contended in this Oourt that the action
is not a passing-off action at all, and ought, on that ground, to have been dis
missed. It is said that there was no passing-off here, because the Plaintiff
had not yet made a film version of his sket-ehand therefore he had no goods 25
which could have been represented by the Defendants as being his. The
Plaintiff and his licensees had the exclusive right of making a film version of
the sketch, and the Defendant Company, in effect, by the advertisement, said
that their production was a film version of the Plaintiff's sketch, thereby mis
leading the public concerned into the belief that the Defendants' production 30
was a production which was one which the Plaintiff alone could have produced;
in other words, that it was the Plaintiff's production. 'I'o put it in other words,
they were passing off on to t.he public their film production as being a film pro
duction of the Plaintiff's sketch. Aft,er all, as pointed out by Lord Justice
ROMER in the course of the argument, an injunction against passing-off is only 35
one of the remedies which a Court of Equity will grant with a view to protect-
ing property from irreparable damage, and in my judgment this isesserrtially a
case in which that protection ought to have been granted and the Plaintiff was
not bound to wait until special damage had accrued to him, which might by
that time have made the damage irreparable, before bringing his action. 40
I think he was justified in bringing the action at the earliest possible moment,
directly an attempt was made, as I have put it, to pass off the Defendants'
film as a version of the Plaintiff's sketch.

For those reasons, I think that the contention that the Plaintiff is not entitled
to maintain the action on the ground that this is not a passing-off action fails. 45

Romer L.J.: I agree with all that has fallen from the MASTER OF THE ROLLS

and Lord Justice LAWRENCE; but in deference to the admirable argument of
Mr. Morton, I should like to say a few words for myself.
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The first question that arises on the appeal is whether the Plaintiff in the
action was the author of a sketch called" The New Oar ".Now that is not
a question which, in my opinion, can he determined, or ought to be determined,
by counting the lines of dialogue written by the Plaintiff and counting the

5 lines of dialogue written by Mr. George Clarke. The matter has to be regarded,
I think, asa matter of substance, and, so regarded, I agree, for the reasons
that have been given by the l\IASTER OF T'HB ROLLS, that the author of " The New
" Car", looking at it as a whole, was the Plaintiff and no one else. It is
true that" The New Oar" contains lines that have been written by Mr. George

10 Clarke and .not by the Plaintiff. But the author of a work may have a copy
right, and does have a copyright,of thework as a whole, although he may not
have the copyright or be the author of every single passage in the work. The
author of a book may, and frequently does" place in the mouth of one of his
characters a long quotation, say, from Shakespeare. The author does not thereby

15 acquire a copyright in that passage from Shakespeare; he has nevertheless copy
right in the work as a whole. In my opinion, the Plaintiff is entitled to the
copyright in the sketch "The New Car ", regarding that sketch as a whole.

The next question that arises is as to whether, by reason of the advertise
ments that were inserted on behalf of the Defendants in the trade papers about

20 May, 1930, the Plaintiff acquired any cause of action against the Defendants.
It is said that there has been no passing-off. It is true there has been no
passing-off in fact,or indeed perhaps threatened, in the sense in which the
word "passing-off" is used in 'what are popularly known as passing-off
actions; that is to say, the Defendants have never contended that the film which

25 they were producing or going to produce was a film prepared or made by or
on behalf of the Plaintiff. But the cases in which the (Court has restrained
passing off in the popular and usual sense, are merely instances of the applica
tion by the Court of 8.J much wider principle, the principle being that the
Oourt will always interfere by injunction to restrain irreparable injury being

30 done to the Plaintiff's property In the present case, if, as we hold to be case,
the Plaintiff was entitled to his copyright in "The New Car", he was, by
virtue of the Oopyright Act, entitled to the sole right of producing the sketch
in film form, That was an item of his property, and how it can be said that
these advertisements might not cause irreparable damage to that property of

35 the Plaintiff passes my comprehension.

The only other point upon which I think it is necessary to say anything
is as to the Plaintiff's right to an injunction, that is to say, to proceed with
his action so far as it related to the estabhshment of his right to an injunc
tion, after the matter had come before the Court on Interlocutory Motion. I

40 cannot help thinking- there is a little misapprehension about that. When a
man's legal rights are infringed, he is entitled to come to the Court as of
right and get an injunction, although in proper cases the Court will exert
pressure to induce him to accept an undertaking from the Defendants
instead of an injunction. But he is entitled to an injunction or under-

45 taking as a matter of right and he is not obliged to accept a statement
by the Defendant's, even though made by counsel in a formal manner, that
they do not intend to repeat the act complained of. Very often, as happened
in this case, when the case comes on for trial, evidence is given and the
circumstances are such as to show that it is not necessary, for the protection
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of the Plaintiff,. that an injunction shall be granted; but in such a case it is
usual-s-and I think it would have been better if that course had been pursued
in this case-while indicating that an injunction is not necessary and w il]
not he granted at the moment, to give to the Plaintiff liberty to apply for
an' inj unction if' and when the occasion for it should arise. 5

On the question of damages, I do not desire to add anything to what has
fallen from the other members of the Oourt.

Judgment was directed to be entered for £5 and the £5 in Court was ordered
to be paid out to the Plaintiff and on the Application of Counsel for the
Plaintiff the Court directed that the costs were to be High Oourt costs, and. 10
said that the. Plaintiff was entitled to the whole of the costs of the interlocutory
motion, the order as to two-thirds not applying to those costs, but to the
whole of the rest of the costs of the action.

END OF VOLUME XLVIII.

(12985-26) Wt. 124-1986 130tJ 12/31 P. St . U. 44
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NO'TES OlF O'FFICIAL RULINGS.

1931 (A).

1

[No.5.

Trade Mal'k-Application for registration and Opposition thereto-Mark {l

5 limited to goods for export-Mark inherently distinctive in this country

Reddaway's Application (1927) 44 R.P.C. 27, considered.

In an Opposition to an Application for the registration of a Trade Mark
in respect of "Boots and shoes made in Great Britain for export" there
arose among other questions the question whether an Application limited to

10 goods for export ought to be refused having regard to the Judgment of the
House of Lords in the case of Reddaway's Application, 44 R.P.C. 2.7. The
following Ruling was given:-

Mr. Bray argued that, as the Application is limited to goods for export,
and it is admitted that the Applicants cannot use their Mark in the markets

15 of this country, registration ought to be refused having regard to the Judgment
of the House of Lords in the case of Reddaway's Application, (1927) 44 R.. P.C. 2,7.
His argument was based upon the following passage in the Judgment uf
Viscount Dsinedin, namely:-

"Now, if the mark is one to which registration has been rightly refused
20 "if for use in this country, does it become registrable because the applicant

" consents to a condition that he will only use it in certain other specified
" places 1 I think Mr. Justice Tomlin was right when he said: 'I think,
" , first, that tl adapted to distinguish" means" adapted to .dist.inguish in this
" , country" having regard to the practice and conditions of the trade here.'

2£> "It is one thing to limit the use, if desired, ofa trade mark registered in this
"country by declaring it is only to be used in certain countries besides this:
" it is quite another to try and make a mark ex hypothesi unregistrable here
"effective as a trade mark elsewhere by saying that its use would be applied
" to certain other specified countries. The whole idea of a Trade Mark Register

30 "is for use in this country, and I cannot think that merely affixing the mark
" in this country, when ex hypiothesi that mark, when affixed, cannot be used
"in this eountry at all meets the intendment of the Act."

Mr. Swan argued on the other hand that this statement of the law applies
only to the case with which the learned Lords were then concerned, that is

35 to say, the case in which the Mark is inherently indistinctive in this country.

It is clear, I think, that the rule laid down by Lord Dunedin does not go so
far as to say that in no circumstances can a trade mark be registered for export

Downloaded from https://academic.oup.com/rpc/article-abstract/48/16/580/1659544
by guest
on 26 December 2017



No.5.] REPORTS OF PATENT, DESIGN, AND rr'RADE MARK CASES. [Vol. XLVIII.

Official RuZings (A).

use only. For example, Section 22 of the Act of 1905 makes it clear that the
proprietor of a registered trade mark may, under the conditions mentioned
in the Section, assign the right to use the mark in any British possession or
protectorate or foreign country, and the amendment which was made to this
Section in the Act of 1919 makes it clear that the assignee of such a right :>
may register the mark as a separate trade mark under Section 21. Again in
Section 2 (1) of the Act of 1919 it is expressly stated that a mark may qualify
for registration in Part B of the Register by being used in the United Kingdom
for the necessary minimum period of two years upon goods whether for sale
in the United Kingdom or for exportation abroad. These provisions show 10
that, in some circumstances, a trade mark may be registered purely for
use upon goods for vexport, In the case of Reddaway's Application, marks
similar to that then put forward for registration were in general or common'
use by traders in and users of hose' in this country, so that the mark pro..
pounded was wholly lacking in distinctiveness here, and there would appear 15
to be reasons why the rule laid down by Viscount Dunedin should apply to
such a case' and not to a case such as the present. For, where a mark is common
to the trade in this country in the sense that members of the trade here are
free to use it or to use marks similar to it, any registration of such a mark
to one trader limited to export, either generally o! to specific countries, might 20
unduly embarrass all other traders dee-ling in the same kind of goods who
would he free to use the same or a similar mark here and might have or develop
an export trade. On the other hand, where the only reason for the limitation
of a registration to an export market is that the applicant for registration
cannot use his mark in the markets of this country because, while the mark 25
is inherently distinctive or capable of distinguishing the goods of one trader,
it contains a feature which is similar to one claimed to have been appropriated
by another trader, the 'possibility of general embarrassment to the trade no
longer obtains. Thus, just as it is clear from Section 22 as amended that a
division between the home trade and the export trade in respect of a trade 30
ID8Jrk can be effected by agreement between the parbieaand completed by regis
tration, so that one of the registrations m~y he limited to goods for export,
so there would seem to be no reason why there should not be a registration with
a similar limitation to goods for export where there has been no agreement
between the parties but where the conditions are such as to render the appl'ica- 35
tion one suitable for procedure under Section 21 or otherwise. Section 21 and
also Section 12 (2), both as amended by the Act of 1919, authorise the Registrar
in appropriate cases to impose limitations as to mode or place of user and it
would appear that such a limitation as that now suggested by the Applicants
themselves is one that might properly be imposed or accepted in such circum... 40
stances 8S those here obtaining.

(9(41) Wt.31-1142 1300 3/31 P. St. G. 'H
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